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DETAILED ACTION 



Election/Restrictions 

1 . Claims 27-44 withdrawn from further consideration pursuant to 37 CFR 1 .142(b) 
as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 6 June 2005. 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-1 3, drawn to a filter for a printhead assembly, classified in class 
347, subclass 84. 

II. Claims 14-26, drawn to a method of forming a filter for a printhead 
assembly, classified in class 210, subclass 438. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make other and materially different product or (2) that the 
product as claimed can be made by another and materially different process (MPEP § 
806.05(f)). In the instant case the product claimed can be made by a materially different 
process, such as assembling multiple layers of filtration material on top of one another 
to form an assembly; holding the assembly between an ultrasonic weld horn and a weld 
nest so that the assembly has a marginal area outside of an edge formed on either the 
nest or the weld horn; and operating the weld horn so as to cause the marginal area to 



Application/Control Number: 10/635.636 Page 3 

Art Unit: 2853 

be cut off from the assembly at said edge and to simultaneously seal together the layers 
of filtration material of the remaining assembly at said edge. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper. 

During a telephone conversation with Thomas A. Jolly on 24 August 2005 a 
provisional election was made without traverse to prosecute the invention of a filter for a 
printhead assembly, claims 1-13. Affirmation of this election must be made by applicant 
in replying to this Office action. Claims 14-26 are withdrawn from further consideration 
by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 

Claims 1, 2, and 4-13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Hirosawa et al. (US 6,120,140). 

With respect to claim 1 , Hirosawa discloses a filter (Fig. 1 1 , element 46) for a 
printhead assembly (Fig. 11; column 10, lines 53-58), the filter comprising: 

• a frame (Fig. 1 1 , element 44) having an opening (Fig. 12, element 44b) formed 
therein; 

• filter material (Fig. 1 1 , element 46) enclosing the opening of the frame (Column 
5, lines 3-7); and 

• a fluid fitting (Fig. 1 1 , element 45) associated with the frame, the fluid fitting 
including a fluid port (Fig. 12, element 44a) offset from the frame and a fluid 
passage (Fig. 12, element L4) communicated with the opening of the frame and 
the fluid port. 

With respect to claim 2, Hirosawa discloses the filter material is secured (Fig. 
13b, elements 46 and 47b) to the frame around a perimeter of the opening. 

With respect to claim 4, Hirosawa discloses the filter material (Fig. 1 1 , element 
46) is adapted to allow liquid ink to pass there through (Column 4, lines 39-48), and 
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wherein the filter material is adapted to prevent air from passing there through when the 
filter material is wetted by the liquid ink (Column 10. lines 8-17). 

With respect to claim 5, Hirosawa discloses the fluid passage (Fig. 12. element 
L4) of the fluid fitting is adapted to direct air (Fig. 12, element 4) from the fluid port of the 
fluid fitting to the opening of the frame (Fig. 12, path from L4 to L'2 to L'3). 

With respect to claim 6, Hirosawa discloses the filter material is adapted to trap 
air within the opening of the frame (Column 10, lines 29-37, i.e. - bubbles clinging to the 
filter). 

With respect to claim 7, Hirosawa discloses the fluid port (Fig. 12, element 44a) of 
the fluid fitting (Fig. 11, element 45) has a longitudinal axis, and wherein the frame 
(Fig.11, element 44) is oriented substantially parallel with the longitudinal axis of the 
fluid port. Although Hirosawa does not explicitly disclose the respective longitudinal 
axis, they would be necessarily present in order for the structure to exist. 

With respect to claim 8, Hirosawa discloses the fluid passage of the fluid fitting 
(Fig. 1 1 , element 45) has a surface oriented at an angle to the longitudinal axis of the 
fluid port (Fig. 12, element L'2. i.e. - angle between these elements). 

With respect.to claim 9, Hirosawa discloses the angle is approximately a right 
angle (Fig. 10, elements LI to L2, i.e. - angle between these elements). 

With respect to claim 10, Hirosawa discloses the angle is an acute angle (Claim 

3). 

With respect to claim 1 1 , Hirosawa discloses the frame (Fig. 1 1 , element 44) has 
a first face (Fig. 12, element 44a) and a second face (Fig. 12, element 44b) opposite the 
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first face, wherein the opening of the frame communicates with the first face and the 
second face, and wherein the filter material is provided on the first face and the second 
face of the frame (Column 10, lines 53-67:Column 11, lines 1-4). 

With respect to claim 12, Hirosawa discloses the frame has a substantially 
rectangular shape (Fig. 9, element 44 and Fig. 10. elements L1 to L5), and wherein the 
fluid port (Fig. 10, element 44a) of the fluid fitting extends from a side of the 
substantially rectangular shape. 

With respect to claim 13, Hirosawa discloses the frame (Fig. 1 1 , element 44) 
includes at least one separator (Fig. 12, element 47b) extending within the opening of 
the frame between opposite sides of the substantially rectangular shape. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hirosawa 
et al. (US 6,120,140) in view of Komplin et al. (US 6,199,977 B1). 

Hirosawa discloses a filter (Fig. 1 1 . element 46) for a printhead assembly (Fig. 
11; column 10. lines 53-58). 

However, Hirosawa fails to disclose the filter has a mesh size in a range of 
approximately 2 microns to approximately 20 microns. 



Application/Control Number: 10/635.636 
Art Unit: 2853 



Page? 



Komplin discloses a cartridge body for an ink jet printer where "The filter 
elements 64 preferably have a mesh size which is selected to prevent particles having 
an effective diameter ranging from about 0.1 (jnn to about 50pm, preferably from about 
5|jm to about lOpm from passing through the filter element" (Column 4, lines 23-27). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to use the teachings of Komplin in the ink supplying apparatus and ink recording 
apparatus disclosed by Hirosawa. The motivation for doing so would have been "to 
filter ink entering the cavities 22 from the ink needles 24" and "to prevent particles from 
passing through the filter element" (Column 4, lines 18-31). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887. 225 
USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 . Claims 1-6, 1 1 . and 12 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1 , 3, 
and 7-12 of copending Application No. 10/635,409. Although the conflicting claims are 
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not identical, they are not patentably distinct from each other because the subject 
matter claimed in the instant application is fully disclosed in the copending application 
10/635,409 and is covered in the copending application 10/635,409 since both 
applications are claiming common subject matter. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1-6, 1 1, and 12 in the filed application for the filter for a printhead 
assembly are covered by claims 1, 3, and 7-12 in the copending application 10/635,409, 
as shown in the Tables 1 , 2, and 3 below. 



Table 1 



Cooendina ADDlication 10/635.409 

1. A filter for a printhead assembly, the filter comprising: 
a frame having an opening and a fluid passage 
communicated with the opening formed therein; filter 
material enclosing the opening and the fluid passage of 
the frame; a first fluid port communicated with the fluid 
passage of the frame; a permeable material provided in a 
fluid path of the first fluid port; and a second fluid port 
spaced from the first fluid port and communicated with 
the fluid passage of the frame. 


Instant Application 10/635.636 

1. A filter for a printhead assembly, the filter comprising: 
a frame having an opening formed therein; filter material 
enclosing the opening of the frame; and a fluid fitting 
associated with the frame, the fluid fitting including a fluid 
port offset from the frame and a fluid passage 
communicated with the opening of the frame and the 
fluid port. 


7. The filter of claim 1 , wherein the filter material is 
secured to the frame around a perimeter of the opening. 


2. The filter of claim 1 . wherein the filter material is 
secured to the frame around a perimeter of the opening. 


8. The filter of claim 1 , wherein the filter material has a 
mesh size in a range of approximately 2 microns to 
approximately 20 microns. 


3. The filter of claim 1 , wherein the filter material has a 
mesh size in a range of approximately 2 microns to 
approximately 20 microns. 


9. The filter of claim 1 , wherein the filter material is 
adapted to allow liquid ink to pass there through, and 
wherein the filter material is adapted to prevent air from 
passing there through when the filter material is wetted 
by the liquid ink. 


4. The filter of claim 1 , wherein the filter material is 
adapted to allow liquid ink to pass there through, and 
wherein the filter material is adapted to prevent air from 
passing there through when the filter material is wetted 
by the liquid ink. 


10. The filter of daim 9. wherein the filter material is 
adapted to allow air to pass there through before the filter 
is wetted by the liquid ink. 


5. The filter of claim 1 , wherein the fluid passage of the 
fluid fitting is adapted to direct air from the fluid port of 
the fluid fitting to the opening of the frame. 
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Table 2 



CoDendinq AoDlication 10/635.409 

3. The filter of claim 1 . wherein the permeable material Is 
adapted to allow air to pass there through before the 
permeable material is wetted by liquid ink and prevent air 
from passing there through when the permeable material 
is wetted by the liquid ink. 


Instant Application 10/635.636 

6. The filter of claim 5. wherein the filter material is 
adapted to trap air within the opening of the frame. 


1 1 . The filter of claim 1 , wherein the frame has a first 
face and a second face opposite the first face, wherein 
the opening of the frame communicates with the first face 
and the second face, and wherein the filter material is 
provided on the first face and the second face of the 
frame. 


1 1 . The filter of claim 1 . wherein the frame has a first 
face and a second face opposite the first face, wherein 
the opening of the frame communicates with the first face 
and the second face, and wherein the filter material is 
provided on the first face and the second face of the 
frame. 


12. The filter of claimi . wherein the frame has a 
substantially rectangular shape, and wherein the first 
fluid port and the second fluid port extend from a side of 
the substantially rectangular shape. 


12. The filter of claim 1 , wherein the frame has a 
substantially rectangular shape, and wherein the fluid 
port of the fluid fitting extends from a side of the 
substantially rectangular shape. 



The preamble of application 10/635,636 does not limit the claimed 
invention because all of the limitations of the invention are the same as the limitations in 
copending application 10/635,409. Therefore, at the time of the invention, it would have 
been obvious to one of ordinary skill in the art to use the filter for a printhead assembly 
disclosed in copending application 10/635,409 in the filter for a printhead assembly, as 
claimed in the present application. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geoffrey Mruk whose telephone number is (571) 272- 
2810. The examiner can normally be reached on 7am - 330pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Meier can be reached on (571) 272-2149. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



GSM 

8/25/2005 



PRIMARV EXAMINER 





